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Hunyapi Janos Corporation v. ALEXANDER F. STorGer 
United States Circuit Court of Appeals, Second Circuit 
December 8, 1925 


Trape-Marxks—Unrair Competition—J URISDICTION. 

Where the suit was between citizens of the same State, a Federal 
court had no jurisdiction to consider the charges of unfair competi- 
tion, hence there was no propriety in enjoining defendant from 
simulation of bottle forms and other unfair practices. Plaintiff must 
base its action upon certain registered trade-marks, since, under the 
statutes, the courts have no jurisdiction to enforce rights to common- 
Jaw trade-marks between citizens of the same state. 

Same—Trapinc With Enemy Actr—“Hunyapr Janos” For MINERAL 

Warter—Sare sy Auien Property Custopran. 

Where the Alien Property Custodian in 1918 seized and sold to 
plaintiff two trade-mark registrations made in 1909, consisting of 
the words “Hunyadi Janos,” and pictorial matter, and later assigned 
to plaintiff’s assignor defendant’s business “as a going concern,” 
together with certain enumerated trade-marks, not including, how- 
ever, two trade-mark registrations granted in 1887, having never 
been possessed of the latter registrations, the Custodian could not 
have sold them; and the decree in favor of plaintiff was reversed. 

Same—Same—Recistration Mave sy Fore1igNer—VAipiry. 

Whether, in the case at issue, plaintiff’s predecessor, as an alien, 
had the right to register under the Act of 1881 the trade-marks in 
dispute, as provided by 21 Stat. 502, query. 


Appeal from final decree in equity entered in District Court 
for the Southern District of New York. Reversed. 


Before Henry Wape Roacers, Cuartes M. Hoven, Martin T. 
Manton, Circuit Judges. 


“This is the same suit reported in 285 Fed. 861. We there affirmed 
an order denying preliminary injunction. Thereafter the bill of complaint 
was amended, trial held, and by the decree appealed from plaintiff was 
declared the owner inter alia of certain United States trade-mark regis- 
trations numbered 14,251, 14,252, 73,086 and 73,037. Defendant was 
declared to have infringed the ‘trade-mark rights of plaintiff’ by selling 
mineral water under the name ‘Hunyadi Janos’ and ‘Andreas Saxlehner’ 
or one or both of said names. Defendant was ordered to be enjoined 
from importing, selling or offering for sale in bottles, bulk or any form 
whatever, any mineral water under or in connection with the name 
‘Hunyadi Janos’ or ‘Janos’ or the medallion of a knight’s head or the 
name ‘Andreas Saxlehner’ or any combination thereof, or in bottles similar 
in shape to plaintiff's bottle. The decree contains further prohibition 
against using bottles or other containers similar in shape or design to 
the bottles or containers of the plaintiff. 

“The subject matter of the suit is in one sense Hunyadi water, and the 
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history of the name, the thing and its use in the United States is set 
forth in Sazlehner v. Eisner, 179 U. S. 19. 

“The plaintiff is the assignee by mesne conveyance of the Alien 
Property Custodian, as is set forth in the report in 285 Fed. 861 [13 T. M. 
Rep. 101]. 

“The Custodian seized and sold two trade-marks first above enumer- 
ated Nos. 14,251-2. He never seized or otherwise sought to appropriate 
trade-marks 73-6-7. He did seize and sell what he called the ‘business 
conducted for, in the name of or in behalf of the Austro-Hungarian 
owners of these trade-marks at 130 Fulton Street, New York. It 
is amply shown that this place of business was a mere agency; there 
was no independent business there conducted, the place was occupied 
by a person or persons who might be described as clerks employed by the 
foreign owners of the trade-marks above mentioned and others, and 
of the business of getting out of the Hungarian soil a cathartic water 
known in America as Hunyadi and selling it not only in the United 
States but in many other regions. 

“The plaintiff is a citizen of the State of New York, and so is 
the defendant, and the latter was held to have infringed because he 
had obtained in Europe and imported and offered for sale in the United 
States the water which Saxlehner, the owner, had, before the United States 
entered the World War, regularly sent to his agent at 130 Fulton Street 
for sale in America.” 


Hans v. Briesen and Fred A. Klein, both of New York City, 
for defendant-appellant. 

Harry D. Nims and Minturn de S. Verdi, both of New York 
City, for plaintiff-appellee. 


Hoven, C. J.: Since this suit is between citizens of the same 
state, there is no jurisdiction to consider the charges of unfair com- 
petition, and consequently no propriety in enjoining the defendant 
from simulation of bottle forms and other allegedly unfair prac- 
tices. In this respect at least, the decree complained of was 
erroneous. 

Jurisdiction rests entirely on the fact that the suit is upon 
registered trade-marks (Sec. 17, Act February 20, 1905, Comp. 
Stat. Sec. 9502). 

If there ever was a business at 130 Fulton Street of sufficient 
independent vitality to be seized by the Custodian, it may well be 
that as appurtenant to that business various rights, including what 
are usually called common-law trade-marks have passed to the 
plaintiff (Stephano v. Stamatopoulos, 288 Fed. 89 [7 T. M. Rep. 
84]. But the statutes have given to the courts of the United States 
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no jurisdiction to enforce such rights between citizens of the same 
state. (Miller v. Behrend, 242 Fed. 515.) 

But not only must plaintiff rest in this action upon its owner- 
ship of certain registered trade-marks, but defendant cannot be en- 
joined from acts it has not done nor threatened to do. 

Several registrations seized by the Custodian and now said to 
be the plaintiff's property, relate to pills, and others to salts pro- 
duced by concentration from Hunyadi water. But this defendant 
has not made nor offered to sell pills or salts. The portions of 
decree relating to these articles of commerce are surplusage. 

Again, in this suit upon registered trade-marks only, plaintiff 
to prevail must prove himself the owner of registrations covering 
the words ‘““Hunyadi Janos’”’ as applied to a natural mineral water. 
This compels a stand upon one at least of the above enumerated 
registrations. 

Nos. 14251-2 may be considered together. They were both 
taken out on the same date in 1887 under the Act of 1881. Both 
pictorially set forth the same label and legend, but 14251 was par- 
ticularly restricted to protection of the word symbol “Janos” as a 
trade-mark for natural aperient water; the statement says so; 
whereas 14252 is equally plain as to intent to protect the word 
symbol “Hunyadi.” We are of opinion that protection for the 
word ““Hunyadi” simpliciter was destroyed by Sazlehner v. Eisner, 
179 U.S. 19. 

As to the registration of Janos, there is no proof that the 
Saxlehner who filed that trade-mark was, as provided by the Act 
(21 Stat. 502), located in a “foreign country which by treaty, con- 
vention or law affords similar privileges to citizens of the United 
States,” i. e., the privilege of obtaining registration of such trade- 
marks. Neither the statement nor declaration of No. 14251 gives 
any information on the subject, and there is nothing in the evidence. 
(C. f. for necessity of proof of jurisdictional facts under Act of 
1881, Warner v. Searle, 191 U. S. 195.) 

Quite evidently the descendants of the Andreas Saxlehner who 
founded the business and died in 1889, did not after the Act of 
1905 became effective intend to stand on such precarious rights as 
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were afforded by registration under the Act of 1881, for they took 
out in 1909 registrations 73036-7, of which the earliest number 
covers the word “Janos” for natural mineral water and the later 
number “Hunyadi Janos” for the same product. 

As above noted, these registrations were never seized; they 
are not mentioned in the original or amended bill of complaint; 
but it is said that because the Custodian transferred to plaintiff's 
assignor the 180 Fulton Street business “as a going concern,’ 
together with “the good-will of said business and all trade-names, 
trade-marks and labels of said business * * * including the follow- 
ing trade-marks,” then enumerated (not including the registrations 
under consideration) that plaintiff became the owner of these two 
registrations without seizure and without specific mention in the 
instrument of transfer, by virtue of conveyance of the business. 

We cannot agree; for the Custodian could not sell that which 
he had not seized, and he never in any way became seized or pos- 
sessed of these registrations; in respect of them he gave no notice 
of appropriation to the Patent Office; and, as to the general words 
of the conveyance, it is always true that general terms are held to 
be limited by special designations (Cyc., Vol. 1, p. 74). But 
further, while we express no opinion as to whether the agency at 
180 Fulton Street constituted a seizable business, if it did, such 
business did not own the registered trade-marks; they belonged to 
Saxlehner in whose name they were registered. Doubtless the 
registrations were physically seizable, but we hold that those of 
1909 were never seized at all. Whether the attempted seizure of a 
registered trade-mark solely by filing notice with the Commissioner 
of Patents, would be effective, is a point not now necessary to 
decide. But because plaintiff cannot in this court rely on any so- 
called common-law rights against a fellow New Yorker, because it 
is not shown that plaintiff’s predecessor had lawful right to register 
under the Act of 1881, and because plaintiff does not own the regis- 
trations of 1909, the decree is reversed and cause remanded with 
directions to dismiss the bill with costs in both courts. 
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Exry-Norris Sare Co. v. Mosier Sarre Co. 
(7 F. [2d] 603) 


United States Circuit Court of Appeals, Second Circuit 
April 6, 1925 


Trape-Marxs aNd Trape-Names—Unrairr Competition—Competitor Nor 
to Use Decerr 1x Taxrnc Away Customers or ANOTHER. 
Competitor’s deceit in taking away customers of another is 

actionable. 

Trape-Marks AND Trave-Names—Unrair Competition—Derenpant’s 
Fatse Representation Tuat Sares Containep Expiosion CHam- 
nek Hetp Unram Competition. 

Where plaintiff manufactured and sold safes under letters patent, 
with an explosion chamber designed for protection against burglars, 
acts of defendant in manufacturing and selling safes without a 
chamber, but with a metal band around the door in the same place 
that plaintiff put the chamber, and falsely telling customers that 
such band was employed to cover and close an explosion chamber, 
held, to constitute unfair competition, and, if resulting in loss of 
sales to plaintiff, actionable. 


In equity. From decree of dismissal, plaintiff appeals. Re- 
versed. 


“The jurisdiction of the District Court depended upon diverse citizen- 
ship, and the suit was for unfair competition. The bill alleged that 
the plaintiff manufactured and sold safes under certain letters patent, 
which had as their distinctive feature an explosion chamber, designed 
for protection against burglars. Before the acts complained of, no one 
but the plaintiff had ever made or sold safes with such chambers, and, 
except for the defendant’s infringement, the plaintiff has remained the 
only manufacturer and seller of such safes. By reason of the plaintiff's 
efforts the public has come to recognize the value of the explosion chamber 
and to wish to purchase safes containing them. Besides infringing the 
patent, the defendant has manufactured and sold safes without a chamber, 
but with a metal band around the door, in the same place where the 
plaintiff put the chamber, and has falsely told its customers that this 
band was employed to cover and close an explosion chamber. Customers 
have been thus led to buy safes upon the faith of the representation, 
who in fact wished to buy safes with explosion chambers, and would have 
done so, but for the deceit. 

“The bill prayed an injunction against selling safes with such metal 
bands, and against representing that any of its safes contained an 
explosion chamber. From the plaintiff's answers to interrogatories it 
appeared that all the defendant’s safes bore the defendant’s name and 
address, and were sold as its own. Furthermore, that the defendant 
never gave a customer reason to suppose that any safe sold by it was 
made by the plaintiff.” 
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Mayer, Warfield & Watson, of New York City (Julius M. 
Mayer, F. P. Warfield, and Lawrence Bristol, all of New 
York City, of counsel), for appellant. 

Samuel Owen Edmonds, of New York City, for appellee. 


Before Hoveu, Manton, and Hanp, Circuit Judges. 


Hanp, C. J. (after stating the facts as above): This case is 
not the same as that before Mr. Justice Bradley in New York & 
Rosendale Co. v. Coplay Cement Co. (C. C.), 44 F. 277, 10 L. R. A. 
833. The plaintiffs there manufactured cement at Rosendale, N. Y., 
but it did not appear that they were the only persons making cement 
at that place. There was no reason, therefore, to assume that a 
customer of the defendant, deceived as to the place of origin of 
the defendant’s cement, and desiring to buy only such cement, 
would have bought of the plaintiffs. It resulted that the plaintiffs 
did not show any necessary loss of trade through the defendant’s 
fraud upon its own customers. We agree that some of the language 
of the opinion goes further, but it was not necessary for the dis- 
position of the case. 


American Washboard Co. v. Saginaw Mfg. Co., 108 F. 281 
(C. C. A. 6), 48 C. C. A. 283, 50 L. R. A. 609, was, however, a case 
in substance like that at bar, because there the plaintiff alleged 
that it had acquired the entire output of sheet aluminum suitable 


for washboards It necessarily followed that the plaintiff had a 
practical monopoly of this metal for the articles in question, and 
from this it was a fair inference that any customer of the defendant, 
who was deceived into buying as an aluminum washboard one which 
was not such, was a presumptive customer of the plaintiff, who 
had therefore lost a bargain. This was held, however, not to con- 
stitute a private wrong, and so the bill was dismissed. 
Furthermore, we do not agree with the plaintiff that cases like 
Federal Trade Commission v. Winsted Hosiery Co., 258 U. S. 488, 
42 S. Ct. 384, 66 L. Ed. 729 [11 T. M. Rep. 277], and our decision 
in Royal Baking Powder Co. v. Federal Trade Commission, 281 F. 
744 [12 T. M. Rep. 140], are in his favor. These arose under the 
Federal Trade Commission Act (Comp. St. §§ 8886a-8836k) where 





ELY-NORRIS SAFE CO. V. MOSLER SAFE CO. 517 


it is only necessary to show that the public interest has been 
affected. The defendant’s customers in such cases had an un- 
doubted grievance, and this was thought to be enough to justify the 
intervention of the Federal Trade Commission. It by no means 
follows from such decisions that a competing manufacturer has any 
cause of suit. 

We must concede, therefore, that on the cases as they stand, 
the law is with the defendant, and the especially high authority of 
the court which decided American Washboard Co. v. Saginaw Mfq. 
Co., supra, makes us hesitate to differ from their conclusion. Yet 
there is no part of the law which is more plastic than unfair com- 
petition, and what was not reckoned an actionable wrong 25 years 
ago may have become such today. We find it impossible to deny 
the strength of the plaintiff's case on the allegations of its bill. As 
we view it, the question is, as it always is in such cases, one of fact. 
While a competitor may, generally speaking, take away all the 
customers of another that he can, there are means which he must 
not use. One of these is deceit. The false use of another’s name 
as maker or source of his own goods is deceit, of which the false 
use of geographical or descriptive terms is only one example. But 
we conceive that in the end the questions which arise are always 
two: Has the plaintiff in fact lost customers? And has he lost 
them by means which the law forbids? The false use of the plain- 


tiff’s name is only an instance in which each element is clearly 
shown. 


In the case at bar the means are as plainly unlawful as in the 
usual case of palming off. It is as unlawful to lie about the quality 
of one’s wares as about their maker; it equally subjects the seller 
to action by the buyer. Indeed, as to this the case of Federal 
Trade Commission v. Winsted Hosiery Co., supra, is flatly in point, 
if authority be needed. The reason, as we think, why such deceits 
have not been regarded as actionable by a competitor, depends only 
upon his inability to show any injury for which there is a known 
remedy. In an open market it is generally impossible to prove that 
a customer, whom the defendant has secured by falsely describing 
his goods, would have bought of the plaintiff, if the defendant had 


Sone ey A a NT TN NNN TS ATES 





518 FIFTEEN TRADE-MARK REPORTER 


been truthful. Without that, the plaintiff, though aggrieved in 
company with other honest traders, cannot show any ascertainable 
loss. He may not recover at law, and the equitable remedy is con- 
current. The law does not allow him to sue as a vicarious avenger 
of the defendant’s customers. 

But, if it be true that the plaintiff has a monopoly of the kind 
of wares concerned and if to secure a customer the defendant must 
represent his own as of that kind, it is a fair inference that the 
customer wants those and those only. Had he not supposed that 
the defendant could supply him, presumably he would have gone to 
the plaintiff, who alone could. At least, if the plaintiff can prove 
that in fact he would, he shows a direct loss, measured by his profits 
on the putative sale. If a tradesman falsely foists on a customer a 
substitute for what the plaintiff alone can supply, it can scarcely 
be that the plaintiff is without remedy, if he can show that the 
customer would certainly have come to him, had the truth been told. 

Yet that is in substance the situation which this bill presents. 
It says that the plaintiff alone could lawfully make such safes, and 
that the defendant has sold others to customers who asked for the 
patented kind. It can make no difference that the defendant sold 
them as its own. The sale by hypothesis depended upon the struc- 
ture of the safes, not on their maker. To be satisfied, the customer 
must in fact have gone to the plaintiff, or the defendant must have 
infringed. Had he infringed, the plaintiff could have recovered 
his profit on the sale; had the customer gone to him, he would have 
made that profit. Any possibilities that the customers might not 
have gone to the plaintiff, had they been told the truth, are fore- 
closed by the allegation that the plaintiff in fact lost the sales. It 
seems to us merely a corollary of Federal Trade Commission v. 
Winsted Hosiery Co., supra, that, if this can be proved, a private 
suit will lie. 

Decree reversed. 





VOGUE CO. V. VOGUE HAT CO., ET AL. 


Vocue Co. v. Vogue Hat Co., er at. 
United States Circuit Court of Appeals, Sixth Circuit 
July 20, 1925 


TrapE-Marxs anv Trape-Names—Unram Competition—‘Vocve Hats”— 
Hextp SusstantTIALLy Descriptive. 
The name “Vogue Hats” held substantially descriptive. 
Trape-Marks aND Trape-Names—Unram Competition—INTENTIONAL 
Fravup 1n Origtnat ApoptTion oF Piarntirr’s Trape-Marx Hep To 
Prsciupve Ir From Ustnc Worps or Laser, Excerpt Unper Certain 
ConniTIons. 
Defendant’s intentional fraud in adoption of its label “Vogue 
Hats” or “Vogue Hats, Fifth Avenue, New York,” in connection with 
the trade-mark of Vogue Magazine, held to so taint its right to use 
such label as to require it to discontinue use of words “Fifth Avenue, 
New York,” or “New York,” unless modified by a proper manu- 
facturing name (not including the word “Vogue”), but it was required 
to abandon entirely the use of the words “Vogue Hats,” or accompany 
them with a disclaimer. 


In equity. From an adverse decree, plaintiff appeals. On 
motion to direct form of mandate. Granted. 


(For opinion of lower court, see 18 T. M. Rep. 349.) 


Harry D. Nims, of New York City (E. J. Marshall, of Toledo, 
Ohio, MacDonald De Witt and Minturn De S. Verdi, all 
of New York City, on the brief), for appellant. 

Samuel W. Banning, of Chicago, Ill. (Ephraim Banning, Thos. 
A. Banning and Thos. A. Banning, Jr., all of Chicago, 
Ill., Chas. H. Studin, of New York City, and Rathbun 
Fuller, of Toledo, Ohio, on the brief), for appellees. 


Before Denison, Mack, and Donanvez, Circuit Judges. 


Per Curiam. Upon a motion to direct a form of mandate we 
have further considered the nature and extent of the permissible 
relief. Plaintiff asks that the word “Vogue” be entirely forbidden 
upon the hat linings or labels unless it is sterilized by the warning, 
“not connected with Vogue Magazine.’”” Defendant hat company 
thinks that at most only the “V girl” should be banned. 

We are without the aid of specific precedent. We find a help- 
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ful principle in the one which we applied, perhaps somewhat ob- 
securely, in Coca-Cola Co. v. Gay-ola Co., 200 F. 720, 728, 119 
C.C. A. 164 [8 T. M. Rep. 1]. Plaintiff in its drink used caramel 
for producing a peculiar reddish color. Defendant had the abstract 
right to use caramel as an ingredient, and so to get the same color. 
We held in effect that he had forfeited this abstract right by having 
used it as a part of his expressly fraudulent scheme, and so he must 
get his color some other way; he must not use caramel, though other 
makers might. So here we solve a difficult problem by concluding 
that this defendant’s otherwise clear enough right to use its com- 
plete label “Vogue Hats,” or “Vogue Hats, Fifth Avenue, New 
York” (without the plaintiff's trade-mark), is tainted by its inten- 
tional fraud in the original adoption of the label with the trade- 
mark. This fraud permeates the whole label and plan under which 
it built its present business, and it cannot retain and carry on that 
business, and become immune by merely dropping the V girl and 
the dominant V. 

We think it would be going too far to forbid entirely the name 
or label ‘““Vogue Hats” unless accompanied by the disclaimer. That 
name is substantially descriptive, and has no secondary meaning 
appurtenant to plaintiff's business. A majority of the court think 
that the words “Fifth Avenue, New York,” or “New York,” though 
they are abstractly lawful members of a proper label and business 
combination, yet by their suggestion of plaintiff’s location so em- 
phasize the original and long-continued attempt to mislead that 
they are poisoned by the permeating fraud, and they must be dis- 
continued, unless modified by a proper manufacturing name. This 
manufacturing defendant may sell any hats not called or marked 
as “Vogue Hats.” It may use the name and label “Vogue Hats” in 
connection with or without “New York,” or “Fifth Avenue, New 
York,” if accompanied by any prominently displayed manufac- 
turing name it may select (not including the word “Vogue’’). It 
may not use the name unless so accompanied. 
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Epwarp G. Bupp Mre. Co. v. C. R. Witson Bopy Co. 
€F FZ: [2d] 746) 


United States District Court, Eastern District of Michigan 


August 1, 1925 


Trape-Marks—INFRINGEMENT—Master’s Finpincs—CoNCLvsIvENESS 

Nor Extenp to Law. 

When the reference is by consent of the parties, while the master’s 
findings of fact are not absolutely conclusive, they are attended by 
strong presumption of correctness. However, any conclusiveness as 
to his findings of fact does not extend to findings of law. 

Same—Same—“Axtt Sreev”—Pvusiicr Jurts—Use Ensornep BEcavsE OF 

DEFENDANT'S Unrarr PRACTICEs. 

In spite of the fact that the word “All-Steel” had not acquired 
a secondary meaning, being descriptive and hence publici juris, because 
of former unfair practices, defendant was enjoined from the trade- 


mark use of the word, but permitted to use it in describing its 
automobile bodies. 


Does 


In equity. Suit for infringement and unfair competition. 
On defendants’ exceptions to the master’s report. Report modified, 


and preliminary injunction against defendants modified, in accord- 
ance with opinion. 


Alexis C. Angell, of Detroit, Mich., Melville Church of Wash- 
ington, D. C., and Samuel E. Darby, of New York City, 
for plaintiff. 

William J. Belknap and Paul W. Voorhies, both of Detroit, 
Mich., for defendant. 


’Turrie, D. J.: The bill of complaint herein charges unfair 
competition, infringement of a trade-mark “All-Steel’’ and infringe- 
ment of four patents. At the time the bill of complaint was filed, 
plaintiff also filed a motion for a preliminary injunction, and in 
view of the nature of the unfair competition, a preliminary injunc- 
tion was granted on the patents and trade-mark, as well as under 
the unfair competition charges, for, although the patents and trade- 
mark questions were not given consideration by me on the pre- 
liminary hearing, I felt that, in view of the circumstances surround- 


[* Nore:—That portion of the decision relating exclusively to patents 
is here omitted.—Eb. } 





522 FIFTEEN TRADE-MARK REPORTER 


ing this case, matters should be maintained in statu quo as nearly as 
possible until the final hearing. After the preliminary motion was 
disposed of, the case was referred to the master. The master found 
that the defendant had been guilty of unfair competition, and that 
all claims in suit of the four patents were valid and infringed. He 
also found that the words “All-Steel” had not acquired a secondary 
meaning, and that plaintiff was not entitled to trade-mark rights 
therein, but that in view of the defendant’s wrongful acts the de- 
fendant should be enjoined from the use of such words in connec- 
tion with its products. 

Defendant filed exceptions to the master’s report. No excep- 
tions were filed by the plaintiff. After defendant’s exceptions were 
filed, and shortly before this hearing, the plaintiff filed a motion for 
an order confirming the report of the master. This motion was 
heard at the time of the hearing on the exceptions. Plaintiff urged 
that, since the order referring the case to the master was consented 
to by both parties, the findings of fact of the master were conclusive 
upon this court, and that, as the master’s conclusions of law follow 
his findings of fact, any other conclusions of law are precluded. 

It has never been my intention, in referring cases involving 
patents to the master, to deprive the parties of their right to have 
me review the master’s findings. It was not my intention, in re- 
ferring this one to the master, to in effect substitute the master for 
this court, and I do not understand that even plaintiff contends that 
such was the intention of the parties, but it relies upon the wording 
of the order on which the reference was made. Although I do not 
believe that the mere wording of the order, in the absence of the 
intention of the parties, should have an effect not intended by the 
parties or by the court, it is unnecessary to pass upon that phase of 
the situation, for the questions which I am called upon to review 
are only those questions which under the authorities, even in case 
of a consent order, I have the right to and should review. 

Defendant at the hearing notified the court that it would not 
press its exceptions to the master’s findings relating to the unfair 
competition branch of the case. This left remaining for the court's 
consideration on exceptions only three questions, viz.: (1) The 
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question of validity of the patents; (2) whether defendant’s struc- 
ture infringed; and (8) whether, in view of the finding that the 
plaintiff did not have trade-mark rights in the words “All-Steel” 
(which finding was not excepted to by the plaintiff), under the law 
the defendant could be restrained from the use of these words in 
describing its products. As these three questions are matters of 


law, not questions of fact, the master’s report is not conclusive upon 
this court. * * * 

Even if the reference is not by consent, there is every reason- 
able presumption that the findings of fact by the master are correct. 
When the reference is by consent of the parties, while his findings 
of fact are not absolutely conclusive, they are attended by strong 
presumption of correctness. Davis v. Schwartz, 155 U. S. 631, 
15 S. Ct. 287, 89 L. Ed. 289-298. 

Any conclusiveness as to the master’s findings of fact does not 
extend to findings of law. United States Trust Co. v. Mercantile 
Trust Co., 88 F. 140-158, 81 C. C. A. 427 (C. C. A. 9); Hatties- 
burg Lumber Co. v. Herrick, 212 F. 884-842, 129 C. C. A. 288 
(C. C. A. 5); Boisot v. Amarillo Ry., 244 F. 888-841 (D. C. 
7a). © F FS 

The defendant’s right to use the words “All-Steel” also presents 
a question of law for the court. 

Therefore, on the questions which I have to consider, the 
master’s report is not binding upon me, although, of course, his con- 
clusions are entitled to careful consideration. I also find that the 
defendant’s exceptions are sufficiently definite in form for the matters 
which I am called upon to review. 

The master found that the words “All-Steel’” had not acquired 
a secondary meaning, in addition to and other than their ordinary 
descriptive meaning, and that the plaintiff is not entitled to the 
exclusive use of such words as a trade-mark or trade-name, but he 
reached the conclusion that to leave the defendant free to use such 
words to indicate automobile bodies would not afford plaintiff the 
full measure of relief which he considered the plaintiff to be entitled 
to. It is the defendant’s position that, since the words “All-Steel” 
have not acquired a secondary meaning, the plaintiff has no prop- 
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erty rights in these words upon which a remedy can be based. I 
do not so understand the law. To leave the defendant in position 
to use the words “All-Steel” upon its goods or in its advertising 
might do a great injustice to the plaintiff, in view of the wrongful 
acts which the defendant has committed, and, while the defendant 
may be entitled to describe its automobile bodies to its customers 
as bodies made of all steel, the defendant should be restrained from 
using this catch phrase “All-Steel” on its bodies and also in its 
advertising, and I so hold. 


ParKER PEN Co. v. FINSTONE 
(7 F. [2d] 755) 


District Court, Southern District of New York 


July 24, 1925 


Trape-Marks AND TrapE-Names-—Trape-Mark For Fountain Pen, Con- 

SISTING OF A Rep Bopy anp Two Brack Enns, Hetp INvatip. 

A trade-mark for fountain pen, consisting of a red body portion 
and two black ends, alone or in combination with pen of particular 
size, held invalid, as not a proper subject for monopoly. 

Trape-Marks anv Trape-Names—Uwnrair CompPetTITION. 

The law of trade-marks is but a part of the broader law of 
unfair competition. 

Same—Same—Mere Apoprion or Trave-Mark Does Nor Estasiisn Its 

Vatinity—Pusiict Juris. 

The mere adoption of a trade-mark does not establish its validity, 
but right must grow out of its use; and a mark which is common 
to the trade, when it is sought to adopt it as a trade-mark, cannot 
become a valid trade-mark. 

Same—Same—Priority or Use. 

Priority in use of a trade-mark is fundamental on question of 

exclusive appropriation. 
Same—Same—Features Common TO TRave. 

Where color combinations and size of fountain pens were matters 
common to the trade, purchaser was chargeable with such knowledge, 
and was bound to examine name on label or other markings. 

Same—Same—Trape Letrrers—Lack or Damace—Circumstances Hep 

Nor to Justiry Rewer to Derenpant ror Letrrers WRriTTEN TO 

Trave BY PLAINTIFF. 

In suit for infringement of trade-mark for fountain pens, cir- 
cumstances held not to justify relief to defendant for letters written 
by plaintiff to trade, asserting its supposed rights, where plaintiff 
acted in good faith, and evidence showed no damage to defendant. 
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In equity. Action for trade-mark infringement and unfair 
competition. Decree for defendant. 


Dodson & Roe, of New York City (Harry Lea Dodson and 
Zell G. Roe, both of New York City, of counsel), for plain- 
tiff. 

Harry D. Nims, of New York City (Minturn De S. Verdi, of 
New York City, of counsel), for defendant. 


Winstow, D. J.: This is an action in equity to restrain in- 
fringement of plaintiff's trade-mark by the defendant. The plain- 
tiff also contends that the defendant has been guilty of unfair com- 
petition. 

The trade-mark of the plaintiff was registered in the United 
States Patent Office January 16, 1928, No. 163,481, on applica- 
tion filed May 23, 1922. It covers a drawing of a fountain pen, 
the statement being to the effect that the fountain pen has “a red 
body portion and two black end portions (no claim being made for 
the exclusive use of the representation of the fountain pen apart 
from the mark as shown in the drawing), for fountain pens.” The 
statement further is to the effect that: “The trade-mark has been 
continuously used in the business of said corporation since August 
25,1921. The trade-mark is applied to the goods by producing the 
same directly upon the pen body.” 

It is in evidence that the defendant has manufactured and sold 
pens which bear a striking resemblance to the plaintiff's pens, both 
having a red barrel with a black tip on each end. The plaintiff's 
clip, however, is attached differently from that of the defendant, 
and the pens are further distinguishable by reason of the fact that 
plaintiff's name appears on its pen, and the defendant’s designation 
appears on defendant’s pen. There is some evidence in the record 
of possible confusion in the mind of a purchaser as to the two pens, 
or possible confusion between the plaintiff's pens and other pens; 
but I do not think the evidence sufficient to warrant the conclusion 
that this confusion has been brought home to this defendant by his 
unlawful imitation. The evidence, in substance, is merely to the 
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effect that pens other than the defendant’s, and possibly defend- 
ant’s, have been confused with the plaintiff's. 

There is abundant evidence, however, before the court, that 
many manufacturers have used the color combination of red and 
black in the manufacture of fountain pens prior to the use by the 
plaintiff. But there is also a contention on the part of the plain- 
tiff that the sizes of defendant’s pens approximate those of the 
plaintiff, thus bringing in the suggested element of unfair competi- 
tion in the combination of dress and size. It may be noted, how- 
ever, that the plaintiff's pleadings make no mention of the question 
of size. It is in evidence that the plaintiff sells pens in numerous 
color combinations, other than the ones set forth in the trade-mark, 
and in varying sizes. Defendant has sold pens since 1907. The 
Parker pen, for which the distinctive trade-mark and dress are 
claimed, has been made and sold for upwards of four years. The 
defendant made red and black pens prior to 1916. 

On the trial of this case the court stated to counsel, after con- 
siderable evidence had been received, that the court was then of the 


opinion that the evidence established conclusively that the use of red 
and black in the manufacture of fountain pens is not the subject 
of monopoly on the part of this plaintiff, or of any other plaintiff, 


that such use of color combination was conventional, and that these 
things have been in use for many years. After mature considera- 
tion of the entire record, the court sees no reason to come to a dif- 
ferent conclusion. It is unnecessary here to review the volume of 
evidence as to the use, prior to the registration of plaintiff’s trade- 
mark, of these color combinations in fountain pens; but the court 
again reiterates that it is of the opinion that plaintiff is not entitled 
to a monopoly in the use of red and black fountain pen barrels in 
the manner evidenced by the exhibits. In like manner, the com- 
bination of these colors with a particular size, which size is by no 
means unusual with many manufacturers, is not now susceptible of 
monopoly by this plaintiff, or any other plaintiff. It follows, there- 
fore, that the registered trade-mark, in and of itself, is invalid. 

It is, however, necessary to consider whether other elements 
enter into the case, which would justify the conclusion that the de- 
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fendant has been guilty of unfair competition. The law of trade- 
marks, as has been stated many times, is but a part of the broader 
law of unfair competition. United Drug Co. v. Rectanus, 248 U. S. 
90, 89 S. Ct. 48, 68 L. Ed. 141 [9 T. M. Rep. 1]. 

The mere adoption of a trade-mark does not establish its 
validity ; but the right to a trade-mark must grow out of its use. In 
other words, in proceeding to the broader field of unfair competi- 
tion, inquiry must be had as to priority. If a given mark is common 
to the trade when it is sought to adopt it as a trade-mark, it is ob- 
vious that it can never become a valid trade-mark. If a given mark 
has been common to a particular trade, it is manifest that by its 
adoption one cannot claim priority, which is fundamental on the 
question of exclusive appropriation. 

If the defendant had adopted the color combination and size of 
plaintiff's pen, or approximated these elements, and had also adopted 
plaintiff's name or trade designation in connection therewith, it is 
elemental that defendant would be restrained from such flagrant 
violation of plaintiff’s rights. In the present instance, a casual 
purchaser might be confused by the similarity in appearance of 
plaintiff's and defendant’s pens, when placed on display; but if the 
plaintiff has manufactured, as it would appear, a meritorious article, 
its name, “Parker,” distinguishes it, and protects the public against 
deception. Certainly, if the court be correct in its conclusion, from 
the facts in this case, that the color combinations objected to and 
the mere size of defendant’s pen are matters that are common to the 
trade, then the purchaser himself is chargeable with such knowl- 
edge, and is bound to examine the name on the label, or other 
markings, with sufficient care to ascertain the name of the manufac- 
turer whose meritorious product he desires. Coats v. Merrick 
Thread Co., 149 U. S. 562, 18 S. Ct. 966, 87 L. Ed. 847; Columbia 
Mill Co. v. Alcorn, 150 U. S. 460, 14 S. Ct. 151, 87 L. Ed. 1144. 

The things which really distinguish the plaintiff's pen from 
other pens are the words “Parker” and “Duofold,” to which the 
plaintiff has the right to exclusive use in this connection. The cases 
cited by the learned counsel for the plaintiff have to do with features 
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which identify the claimant’s product and stamp him as the origi- 
nator in the minds of the purchasing public. 

The plaintiff, however, in his contention that the defendant has 
been guilty of unfair competition, contends that the entire dress of 
the defendant’s pen is such as to entitle him to relief, and the plain- 
tiff’s testimony sets forth the distinguishing characteristics, par- 
ticularly as the supposed unusual combination in the pen of color, 
size, and quality, and that the new Parker pen, in its distinctive 
dress of coral red barrel with black tip, marks it for protection. 
Certainly the color alone, in view of the court’s findings, does not 
distinguish the pen. Size is a matter of utility and function, and 
the size, when used with the color combination, the size itself being 
in common use, does not entitle the plaintiff to protection. These 
various elements, few in number, serve purposes of utility, con- 
venience, and attraction merely, and are not by any means distin- 
guishing features. Viavi Co. v. Vimedia Co., 245 F. 289, 157 C. C. 
A. 481 [7 T. M. Rep. 609]. 

It is conceivable that a variety of elements, all separately com- 
mon to a given trade, might be combined in a dress hitherto un- 
known, and thus entitle the originator to protection. That is not 
the case here. It is interesting to note that plaintiff's advertising, 
as appears by its illustrated folder, shows various sizes of red and 
black pens. The advertisements offered on the part of defendant 
show similar sizes. Evidence is produced showing that the plain- 
tiff from time to time has advertised a pen with a gold band, narrow 
in one instance and wider in another, and that the defendant has 
used similar bands. But these things again do not strengthen plain- 
tiff’s case. 

As was well said in National Picture Theatres v. Foundation 
Film Corporation (C. C. A.), 266 F. 208 [10 T. M. Rep. 885], by 
Judge Hoven, speaking for the court, at pages 210 and 211: 
“Where unfair competition is charged, ‘the rights of the parties are 
to be determined by principles similar to those which are well 
known to govern trade-marks, although the combination of elements 


is more complex than any devices which commonly go by that name.’ 
* * * To expand this thought plaintiff must have a right in being, 
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an actual property right, to protect.” It is quite evident that the 
property right to which the court then referred cannot exist in 
elements separately and in combination, common to the trade. 
Priority of use is all-important in order to sustain such property 
right. 

Turning now to the defendant’s counterclaim, in which he al- 
leges that he has suffered damage by reason of letters written by 
plaintiff to his customers, the evidence is quite inconclusive that 
any damage was suffered by reason of letters sent to various dealers, 
in which plaintiff has asserted his supposed rights in the premises. 
On the contrary, the court is of the opinion that the plaintiff, believ- 
ing his claims to be valid, has sought to maintain them, and has in- 
stituted suits to restrain alleged infringement. It does not appear 
that there is an absence of good faith on the part of the plaintiff, 
or that any letters or statements sent to the trade were intentionally 
false or malicious, or that they were sent for the purpose of destroy- 
ing the business of defendant. The facts lead to the conclusion 
that the plaintiff acted in good faith and within its supposed rights. 


(Clip Bar Mfg. Co. v. Steel Protected Concrete Co. [D. C.], 209 
F. 874, 875 [4 T. M. Rep. 89].) 

I do not believe that the circumstances justify the relief de- 
manded in the defendant’s counterclaim. Decree will be for the 
defendant on the bill of complaint. The counterclaim will be dis- 
missed. 


Decree to be settled on notice. 
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MarsHak Mattmo.rak Co., Inc. v. Berko Martep Mixx Co., Inc. 
AND SoLomon Berkowitz aNp Gustave BERKOWITZ 


United States District Court, Eastern District of New York 
November 17, 1925 


Trave-Marks—INFRINGEMENT—“MaLTMOLAK” AND “MatTcHOLAK” FOR 

Mitx Propucts—Decertive Simitariry—INJUNCTION. 

The use by defendants on malted milk of the word “Maltcholak,” 
adopted subsequent to the adoption of the name “Maltmolak” as a 
trade-mark for a similar product by the plaintiff, held an infringe- 
ment of the latter mark; and was enjoined. 


In equity. Motion for preliminary injunction to restrain un- 
fair competition. Granted in part. 


Morris Kirschstein, of New York City, for plaintiff. 
Paul L. Corwin, of New York City, for defendants. 


CamPBELL, D. J.: This is a motion for a preliminary injunc- 
tion. 

The plaintiff alleges the adoption by its predecessor, on or 
about the 17th day of March, 1924, of the trade-name ‘“Maltmolak,” 
and the filing on the same day of an application for registration 
thereof in the United States Patent Office, and the subsequent grant- 
ing and registration, on August 19, 1924 by the Commissioner of 
Patents, of the said trade-mark “Maltmolak” by the number 188,223. 

The plaintiff further alleges that it by advertisement has 
popularized the product which it markets under said trade-name 
and trade-mark, and has built up a large and prosperous business 
in said product under said trade-name and trade-mark. 

The plaintiff further alleges that the defendants have infringed 
the said trade-name and trade-mark by marketing a similar product, 
but of inferior quality, under the name “Maltcholak,’ which was 
adopted and used by the defendants for the first time subsequent 
to the adoption of the plaintiff's said trade-name and trade-mark, 
the labels on the containers of said product marketed by the de- 
fendants having other similarities than the name. 

The defendants allege that they, while copartners trading 


under the trade-name “Barco Malted Milk Company,” adopted and 
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used the trade-name “Matcholak” prior to the adoption and use 
by the plaintiff of the trade-name and trade-mark ‘“Maltmolak,” to 
wit, from February, 1924, and that they turned over their business 
to the corporation, Barco Malted Milk Co., Inc., which was or- 
ganized in July, 1924. 

Defendants in support of their contention offered the affidavits 
of several persons to show its alleged use of the name “Maltcholak.” 

Some of these affidavits cannot be true. Some of these affi- 
davits were clearly demonstrated on the hearing to be untrue and 
the affidavits submitted by the defendants, by permission of the 
court after the hearing, in some instances, where they attempted to 
explain the affidavits which were untrue, did nothing but render a 
bad matter worse, and in some of them I found interlineations in 
pencil for which I can see no reason. 

Defendants offered the affidavits of two parties to show that 
they had “Maltcholak” labels printed and delivered before plain- 
tiff’s predecessor adopted the trade-name or filed the trade-mark 
““Maltmolak.” 

The affidavit of Henry Arms, an officer of the Arms Printing 
Co., Inc., is too indefinite to impress me, because he says “According 
to the records of the Arms Printing Co., Inc., the first order for 
printing of the defendants’ labels cc taining the word ‘Maltcholak’ 
was given by defendant the first time either in February or March, 
1924,” and in this affidavit the words “either in February or March, 
1924” have a pencil line drawn through them and the words “in 
February, 1924” written over them in pencil. 

There is nothing in the bills attached to that affidavit to show 
whether they were for “Maltmilk” or “Maltcholak,” and I am con- 
vinced that the affiant in that affidavit is in error when he says that 
he delivered the first labels to the defendants bearing the name 
“Maltcholak” on March 3, 1924. 

The affidavit of Jacob Weitzenfeld, an officer of the Wyndham 
Printing Corporation, in which he says: “The records of the com- 
pany show that on March 10, 1924, the company delivered to the 
defendant, Berko Malted Milk Co., Inc., ten thousand labels bear- 
ing the trade-name ‘Maltcholak’”’ is obviously erroneous, because 
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he could not have delivered the labels in March, 1924, to a corpora- 
tion which was not organized until July, 1924. 

The individual defendants were sued by the plaintiff’s prede- 
cessor for the infringement when they were using the name ‘“Malt- 
milk” and a preliminary injunction issued which required changes 
in the color of the label, but not the name. In January, 1925, 
final judgment was entered in that action, which prohibited the in- 
dividual defendants from using the name ““Maltmilk,” and I believe 
that it was at that time the defendants began to use the name 
“Maltcholak” and that it was not until some time after that time 
that plaintiff learned of the use of such name by the defendants. 

To observe the similarity of sound of the two names, all that 
is necessary is to pronounce one after the other, and there are many 
similarities in type and arrangement of the label, but the principal 
cause of damage to the plaintiff is the defendants’ use of the name 
““Maltcholak.”’ 

The plaintiff has offered convincing proof of its priority of 
adoption of the trade-name and filing of the trade-mark “Malt- 
molak.”’ 

The affidavits offered on behalf of the defendants have, to 
put it charitably, been recklessly obtained; some contain inter- 
lineations in pencil, and it is impossible for me to believe that 
some of such affidavits are true. 

Even if the small grocers intended to tell the truth in their 
affidavits as to the time they commenced to deal in “Maltcholak,” 
I do not believe that they have any clear recollection, or, in the 
absence of records, can give any satisfactory proof of such time, 
especially in view of the fact that the defendants were selling the 
same product under the name “Maltmilk” right up to the time 
they commenced to sell “Maltcholak.” 

The attorney who argued the motion for defendants said that 
he had no part in obtaining the opposing affidavits, and I accept his 
word and relieve him from blame, but whoever did secure most of 
the affidavits for defendants evidently attempted to impose upon 
this court, and would have had a good chance of success had it not 
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been for the complete manner in which the plaintiff caused the 
affidavits offered on behalf of the defendants to be checked up. 

Plaintiff's right to temporary relief by this court has been 
clearly shown, but no injunction can be issued in this case except 
on the giving of security by the plaintiff. 

Submit order granting temporary injunction restraining the 
use by the defendants, to describe .its products, of the word “Malt- 
cholak”’ on plaintiff's giving a bond with an acceptable surety com- 
pany as surety, in the sum of ten thousand dollars, to which extent 
the motion of the plaintiff is granted. 


Tue ANDREW JERGENS CoMPANY v. BoNpED Propucts CorPoRATION 


United States District Court, Eastern District of New York 


December 2, 1925 


Trape-Marks—Unrair Competitrion—P.ieapinc—Form or Morton. 

Where a defendant has joined issue without first testing out the 
necessity therefor, or where either party seeks to terminate the matter 
by a mere motion, the motion should present no material questions 
of facts to be litigated. 

Same—Same—Errect or Motrion—ALueGaTiIons oF CoMPLAINT AND AFFI- 

DAVITS TO BE CoNnsIDERED, THovuGH Nort Decisive. 

In ordinary cases, and in the absence of an answer, the allega- 
tions of the complaint alone are involved and all questions of fact 
should be resolved in favor of the pleader; yet even affidavits have 
been considered when the question of jurisdiction is to be decided. 

On the other hand, questions of fact, requiring a trial, should not 
be decided on affidavits and on motion. 

Same—Same—“Woopsury” ror Soap—P.ieapinc—Fact or Unram Com- 

PETITION TO BE DeterMINED ONLY By TRIAL. 

It does not follow, because one merchant is shown not to have 
exclusive right to a certain name, that another merchant, possibly 
enjoying such right also, can deceive the public into believing that 
its goods are those of the former, and thus trade unfairly on the 
investment and reputation of the former. 


In equity. Suit for unfair competition. On motion to dismiss 
complaints. Denied. 


Keyes Winter and John C. Pemberton, both of New York 
City (Edward S. Rogers, of Chicago, IIll., of counsel), 
for plaintiff. 
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A. P. Bachman, of New York City, for defendant. 


Incu, J.: This is a motion for an order dismissing the com- 
plaint and supplemental complaint and directing judgment for 
defendant. It appears from the record that the complaint herein 
was duly filed on June 22, 1925 and defendant duly filed its 
answer on September 15, 1925. Later plaintiff obtained leave 
to file a supplemental complaint and on November 6, 1925 such 
supplemental complaint was filed. It is on these pleadings that 
defendant now makes its motion. 

Where a defendant has joined issue without first testing out 
the necessity for joining issue, or where either party seeks to 
finally terminate the matter by a mere motion, the motion should 
present no material questions of fact to be litigated. 

If the Court cannot see in advance of the trial that no material 
questions of fact are presented, it should deny the motion. In 
any event the summary disposal of an action, at issue, should be 
most sparingly made. 

Plaintiff's complaint and supplemental complaint seeks in 
substance to restrain defendant from making and selling soap 
under the name “Woodbury,” etc., and also from so dealing in 
any soap which by intentional and colorable imitation or otherwise 
is calculated to cause defendant’s soap to be passed off for the 
plaintiff's. The defendant denies doing any such thing and in 
addition sets up several defenses. 

It will be seen therefore that plaintiff seeks to stop not only 
what it alleges to be an illegal and improper use of the name 
“Woodbury,” etc., but also, what it alleges to be an unfair com- 
petition, with it, by defendant, based on intentional deception of 
the public. 

At paragraph 3, the complaint alleges that “defendant since 
the fall of 1924 has made soap which is colored in imitation of 
plaintiff’s product, and has placed the same in black and white 


wrappers, in close, deliberate, and intentional imitation, of plaintiff's 
distinctive wrapper’; and elsewhere in the complaint we find the 
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charge that defendant is passing off upon, and deceiving, the 
public by its soap. 

In the supplemental bill, plaintiff also claims “deceptive imita- 
tion of plaintiff’s distinctive wrapper,’ and “that the public has 
been and is deceived into purchasing the defendant’s soap, believing 
it to be the product of the plaintiff.” 

Accordingly, it would seem to me that this is a case for a trial 
rather than one, where the court, because of certain decisions of 
other courts, relating to the rights of the parties in the name 
“Woodbury,” can decide. The argument of defendant’s counsel, as 
to the insufficiency of plaintiff's allegations of defendant’s decep- 
tion, should be considered in connection with defendant’s filed 
answer thereto, and its failure to avail itself of the usual prior pro- 
cedure, where a pleading is claimed to lack substance or definiteness. 

The plaintiff asserts that because of the presence of the answer 
the motion to dismiss must be denied on that ground alone. It 
seems to me, however, that in making this argument plaintiff over- 
looks the plain reading of the new Equity Rule 29, and certain 
cases construing it. (Hopkins, New Federal Equity Rules, 4 Ed.) 

This rule and the new practice would seem to distinctly pro- 
vide for the making of such a motion where an answer has been 
interposed. ‘Every defense heretofore presentable by plea in bar 
or abatement shall be made in the answer and may be separately 
heard and disposed of before the trial of the principal case in the 
discretion of the court.” (Equity Rule 29.) 

I presume therefore that defendant intends its argument to be 
that the sole case of the plaintiff, in other words the principal case, 
as well as every other claim in plaintiff’s bill, can be decided as 
questions of law, and thus raised by a motion. 

I refer to the case of Boyd v. New York R. Co., 220 Fed. 174 
(1915) where Judge Hough (then district judge) construes this 
Rule 29. There a bill in equity has been filed, answers interposed, 
and a motion made, under the new practice and rule for judgment. 

Judge Hough says (at page 178): 


“This case affords opportunity and imposes the necessity of con- 
sidering at least two points, which are of importance to the scheme of 
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procedure and not merely in this litigation. (1) Where an answer asserts 
that the bill states no case, can any fact allegations of defendant’s 
pleading be considered. (2) When defendants raise legal propositions 
going to less than complainant’s whole case, what test can be suggested 
to guide the Court in deciding whether to consider or decline the points 
in advance of final hearing. 


“On the first point, it seems to me clear that when defendant alleges 
that complainant shows no case at all, he cannot complain if the Court 
considers any admission or allegation of the answer which explains or 
enlarges (but does not contradict) the bill of complaint * * * on the 
second query, I am of the opinion, that no legal point (going to less 
than the whole case) should be decided in advance of final hearing, unless 
such decision will add to or eliminate from the case a clearly defined and 
easily stated mass of testimony, the presence or absence of which will 
not change or affect the method of presenting the other aspects of the 
litigation.” 

Elsewhere, in said opinion, Judge Hough decides that the 
motion was in effect a demurrer generally to the whole bill. 

To be sure, in ordinary cases, and in the absence of an answer, 
the allegations of the complaint alone are involved and all questions 
of fact should be resolved in favor of the pleader. Where a motion 
is made to dismiss, with an answer interposed, it has been held that 
the pleadings alone are involved. Hosler v. Ireland, 219 Fed. 489, 
at page 491. Yet even affidavits have been considered where the 
question of jurisdiction is to be decided. Miller v. Minerals, 275 
Fed. 380. 

Also, while the Conformity Act, R. S. Sec. 914 (Comp. St. 
Sec. 1587) does not apply to equity causes, yet a reference to the 
State Civil Practice Act relating to judgment on pleadings, Sec. 
476 and Rules of Civil Practice 106 and 7, indicate no different 
procedure. 

But questions of fact, requiring a trial because of their mate- 
riality, should not be decided on affidavits and on motion. 

Accordingly, after careful consideration, it seems plain to me 
that this motion does not raise solely questions of law, which would 
be decisive of the case, nor does it raise a question which can be de- 


cided by this court in advance of a final hearing by disposing of, 
in this manner, the possible principal case at issue. 

It does not follow that, because one merchant is shown not 
to have exclusive right to a certain name, or trade signature, that 
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another merchant, possibly enjoying such right also, can deceive 
the public into believing that its goods are the goods of the former, 
and thus trade unfairly on the possible investment, and reputation, 
of the former. Florence Mfg. Co. v. Dowd, 178 Fed. 73 [1 T. M. 
Rep. 289], and L. E. Waterman v. Modern Pen Co, 193 Fed. 242 
[2 T. M. Rep. 849]. Nims on Unfair Competition, page 3. 

In other words, I am unable to determine, in advance of trial, 
whether or not unfair competition might not be the “principal case,” 
and if so, the disposal of all other and incidental questions of law, 
however important, should be left to such trial. 

The motion is denied. In the order to be entered herein, 
which should be settled on notice, provision should be made to pre- 
serve to plaintiff the time lost, by reason of this motion and deci- 
sion, for taking depositions. 


rv 


Tue New York Trust Company v. New York County Trust 
ComMPpaNy 


Supreme Court, New York County 


October 6, 1925 


Unrarr Competirion—SimiLariry 1n Names oF Banxkinc CorporaTions— 
AppiicaTioN Denrep Wuere ImreparasLeE Damace May Be Done 
DEFENDANT PENDING TRIAL. 

Application by plaintiff to restrain the defendant from the use 
of the corporate name, which has been approved by the Superintendent 
of Banks, on the ground that the use thereof will result in unfair 
competition and mislead the public by reason of the similarity of the 
names, should be denied, where the defendant may sustain irreparable 
damage if an injunction issue, particularly in view of the rapidity 
with which the case can be reached for trial. 


In equity. Motion to restrain the defendant from the use of 
its corporate name in its present form on the ground of unfair com- 
petition. Denied. 


White § Case (Joseph M. Hartfield, Vermont Hatch and 
Chester Bordeau of counsel, all of New York City), for 
the plaintiff. 


oe aly MM RAR SGA AO te atlas Mae ee Ne aes S 





538 FIFTEEN TRADE-MARK REPORTER 


Daniel J. Mooney, of New York City, for the defendant. 


Levy, J.: The defendant has filed its certificate of incorpora- 
tion for the conduct of a banking and trust company business under 
the name “New York County Trust Company,” with a capital of 
$500,000 and a surplus of $250,000. Pursuant to section 23 of the 
Banking Law, it secured the necessary approval of the Superin- 
tendent of Banks of the State on the 16th day of July, 1925. It 
contemplates maintaining its place of business at 97 Eighth Avenue, 
borough of Manhattan. The plaintiff, The New York Trust Com- 
pany, operates a rather large banking business in New York City 
at 100 Broadway, with branch offices at Fifty-seventh Street and 
Fifth Avenue and Fortieth Street and Madison Avenue. It does a 
substantial commercial banking and trust company business and 
also acts as registrar and transfer agent of the stock of a number of 
corporations and is designated as the fiscal agent for the payment 
of numerous bond issues of various corporate organizations. 

By this application it is sought to restrain the defendant from 
the use of its corporate name in its present form, on the ground that 
such use will result in unfair competition. There are cited two 
specific instances of confusion resulting, or likely to result, from 
the similarity of names: First, the fact that a large amount of mail 
may be misdirected and delayed; and secondly, that the plaintiff is 
spending large sums of money in advertising, of part of the fruits 
of which it may be deprived by reason of the fact that customers or 
prospects may be deceived, unintentionally to be sure, into believing 
that the defendant is a branch or integral part of the plaintiff’s in- 
stitution. The first possibility in this connection is perhaps much 
more serious to the defendant than even to the plaintiff. The de- 


fendant’s name being the longer one, it is far more likely that 


some of its mail may actually reach the plaintiff. The reverse does 
not seem to me to be probable. In fact, the very affidavits of the 
plaintiff show that a letter intended for the defendant has reached 
the plaintiff. This is natural in view of the newness of the de- 
fendant’s institution, and I think it is safe to assume that in the 
course of time when the new organization becomes better known 
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to the banking public, the likelihood of this confusion will utterly 
vanish. The second ground of objection appears to be more serious, 
that the possibility exists, theoretically in any event, that a number 
of the public may be led to believe that the defendant’s organiza- 
tion is a branch of the plaintiff's. Whether this is of material pro- 
portions to justify the granting of injunctive relief in advance of 
the trial is another consideration. The defendant’s business, it is 
argued, will be of a local character, while that of the plaintiff is 
more city-wide, national and even international in character. It is 
a well-known fact that a broader latitude has been allowed in the 
matter of similarity of names in banking institutions than perhaps 
in ordinary commercial enterprises. Thus, the “United States 
Mortgage & Trust Company” has been permitted to exist in the 
very same community with the “United States Trust Company”; 
likewise, “New York Savings Bank’ and “Greater New York 
Savings Bank”; also “New York Trust Company” and “Bank of 
New York & Trust Company.” Instances of this sort may be 
multiplied as strongly supporting the liberal policy in this direction. 

While I am not persuaded that the approval of the Superin- 
tendent of Banks of the name adopted is a final determination of 
the matter and not subject to review by the courts, it is an impor- 
tant element to be considered upon a motion of this character. His 
wide experience with corporate business of this nature and his ap- 
parent opinion that no confusion or injury can result, are entitled 
to weight, particularly at this stage of the proceedings. Moreover, 
an issue of fact has arisen as to whether the president of the plain- 
tiff has not acquiesced in the use of the name by the defendant, 
which should, as to truth and sufficiency, be determined at the trial. 
I am not unmindful of the decision in Matter of Albany City Sav- 
ings Institution (116 Misc. 561; affd., 200 App. Div. 848), in 
which the applicant was denied the right to change its name to 
“Albany City Savings Bank’ because it conflicted with “Albany 
Savings Bank,” the name of another institution. This, however, 
is not decisive or controlling. The two saving banks catered to a 
similar patronage in a relatively small community; whereas in the 
instant case, it is strenuously argued, the two institutions appeal to 
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different clienteles in one of the world’s financial centers. Besides, 
the vice of the likelihood of deception of the ultimate consumer, 
which concededly exists in the ordinary commercial business by 
reason of similarity of names (7. A. Vulcan v. Myers, 189 N. Y. 
364), cannot be said to apply conclusively in the banking business, 
where the “consumers” probably have a much greater sense of dis- 
crimination than the ordinary buying public. 

In view of the rapidity with which the case can be reached for 
trial, not much injury can result from the denial of the plaintiff's 
application for relief. On the other hand, irreparable damage may 
be worked the defendant if the injunction were to issue. In that 
respect its situation is radically different from that in Matter of 
Bank of Europe (109 Misc. 868; affd., 191 App. Div. 905), in 
which an ez parte application previously granted to the petitioner 
to assume the name “Republic Bank of New York” was vacated 
at the instance of the “Public National Bank of New York.” 
There the Bank of Europe was not substantially affected by the 
result because it was still in a position to continue under its old 
name. The motion is, therefore, denied. 


Wan. P. Gotpman & Bros., Inc. v. SaMuet GOLDSTEIN, ET AL., 
CoparRTNERS TRADING UNDER THE STYLE OF 
Go.tpstEIN & GOLDSTEIN 


Supreme Court, New York County 
October 10, 1925 


Unram Competition—Srimicarity or Trape-Marks—App.icaTion For In- 
JuNcTion—Use or Iniriats Srmitar To Puarntirr’s Trape-Mark 
Heitp INFRINGEMENT. 

Plaintiff, which uses the trade-mark device “G. G. G.” in its 
business, is entitled to an injunction restraining the defendants from 
infringing upon said trade-mark by the use of initials “G. & G.” 
similar to plaintiffs trade-mark, where it is evident that defendants’ 
device was deliberately copied from plaintiff's device. The fact that 
the initials used by the defendants represent the first letters of the 
defendants’ last names, does not necessarily permit them to infringe 
upon the rights of the plaintiff, since the rule that a person may 


employ his own name to distinguish his business, does not extend to 
the use of initials. 
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Same—Same—Lacnes—Nor APPLicaBLe. 

Relief will not be denied the plaintiff on the ground of laches, 
though it had knowledge of defendants’ use of the trade-mark in 
question and made no protest, for the doctrine of laches is not ap- 
plicable in actions of this character. 

In equity. Application for an injunction restraining the de- 


fendants from infringing plaintiff's trade-mark. Granted. 


Kahn & Zorn, of New York City, for the plaintiff. 
Albert Schatz, of New York City, for the defendants. 


Levy, J.: The plaintiff in this action, a manufacturer of men’s 
clothing, seeks an injunction against the defendants, a copartner- 
ship, restraining them from infringing upon its trade-mark. The 
plaintiff's device consists of “G. G. G.” in script form, while the 
defendants employ two script “G’s” with the “&” sign between them. 
The plaintiff is a large concern doing extensive advertising, while 
the defendants have a much smaller business, but also do some ad- 
vertising. Plaintiff's use dates back to 1909, while defendants did 
not adopt their trade-mark until 1919. 

It is evident that defendants’ device was deliberately copied 
from plaintiff's, consciously influenced by the forms used by the 
latter. This is evidenced by the identity of the script letters and 
particularly by inclosing the trade-mark in quotation marks, which 
are also used by the plaintiff and have been thus used since the 
adoption of the trade-mark. But even if this were not so, it is well 
settled that defendants’ innocence of wrongful intent or the plain- 
tiff’s failure to show actual deception or damage need not be estab- 
lished where the plaintiff proves its right and the fact that the 
similarity is so close as to make deception likely. (7. A. Vulcan v. 
Myers, 189 N. Y. 364; Kalish, Inc. v. Harper, 184 App. Div. 
683 [8 T. M. Rep. 456]; Lipson v. Feigenbaum, 205 id. 701 [138 
T. M. Rep. 280].) 

A very similar situation arose in the case of Goldman & Bros., 
Inc. v. Gold, in which the present plaintiff obtained an injunction 
against that defendant after a trial of the action before Mr. Justice 
Lypon. The court there held (N. Y. L. J. May 4, 1925, Special 
Term, Part III) that the defendant’s use of two “G’s” was an in- 
fringement of plaintiff's three “G’s.” A permanent injunction issued 
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there and no appeal was taken. The present case differs from the 
other litigation only in that the defendants insert the “&’’ sign 
between the two letters. In the matter of the letters themselves, it 
is even a more flagrant imitation than the other. The letters ex- 
hibited at the hearing in this matter clearly show that the defend- 
ants have become more bold in their imitation, having enlarged the 
“&” sign so that the present label possibly gives the impression 
of three “G’s” instead of two “G’s.” The important question to be 
considered here is whether the insertion of the “&’ sign between the 
two letters distinguishes this case from the earlier one decided by 
Mr. Justice Lypon. The defendants urge the letters are the initials 
of the partners constituting the firm of Goldstein & Goldstein; but 
this does not avail them. The fact that “G. & G.” represents the 
first letters of the defendants’ last names does not necessarily permit 
them to infringe upon the rights of another. It is true that a per- 
son may employ his own name with impunity to distinguish his busi- 
ness, except where it may be shown that his motive was to acquire 
for himself the benefit of a reputation built up under that name by 
a competitor. (Higgins Co. v. Higgins Soap Co., 144 N. Y. 462.) 
In such a case unfair competition must be clearly established to 
justify an injunction. The rule does not extend, however, to the 
use of initials as distinguished from names. 

In W. B. Manufacturing Co. v. Rubenstein (286 Mass. 215) 
the defendants Rubenstein were enjoined from using “R. B.” even 
though these letters were the abbreviation of the name of the part- 
nership firm. Furthermore, if “G. G.” is an infringement, then 
“G. & G.” must likewise be held to be one. In Frank v. Sleeper 
(150 Mass. 583) the court held that “N. & S.” was an infringe- 
ment upon “N. S.” 

The final objection that the defendants have been using the 
trade-mark for six years without protest against its use is also 
unavailable. Even if it should appear that the plaintiff had knowl- 
edge of its use, the doctrine of laches does not seem to have applica- 
tion in actions of this character. (Menendez v. Holt, 128 U. S. 
514.) The motion should, therefore, be granted. Settle order. 
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DECISIONS OF THE COMMISSIONER OF PATENTS 


International Registration as Bar 


Fennina, A. C.: Held that the applicant is not entitled to 
register the words “High Life” as a trade-mark for cigars, in view 
of the registration by one Inguanzo of the same words, under the 
Act of 1920, based on a certificate of an international registration, 
filed with the International Bureau at Havana. 

It appeared that this international registration was based on 
a Cuban registration, granted September 20, 1922, on an applica- 
tion filed August 1, 1919. 

The ground of the decision is that the marks are so similar 
that their contemporaneous use would be likely to cause confusion 
and that, while the Act of 1905 does not specifically prohibit 
registration in view of an international registration, the Act of 
1920 gives to registrations thereunder certain effects and the office 
would stultify itself in granting a registration under the Act of 


1905, which registration is prima facie evidence of ownership, when 
the records of this Office show that someone else had a registra- 
tion for the same mark. 


It was further held that since there is no provision for inter- 
ferences with reference to marks registered under the Act of 1920, 
applicant’s remedy was by a proceeding to cancel the 1920 regis- 
tration. 

In his decision the Assistant Commissioner said: 


“The original bill introduced in Congress, which afterward eventuated 
into the Act of 1920, was introduced for the sole purpose of putting 
into effect the Buenos Aires Convention, and solely for the purpose of 
placing upon the register in the United States Patent Office marks com- 
municated by the International Bureau. The purpose of the law is to 
put into effect that international arrangement which in its broad aspect 
provided for the protection in each of the adhering countries of trade- 
marks of owners domiciled in the other adhering countries. We must 
therefore interpret our laws in a way to show good faith, in an endeavor 
to carry out that treaty as far as may be, on the part of Congress and 
the executive departments. To say that Congress intended to place upon 
our register marks transmitted from the International Bureau, and then 
expect the Patent Office to neglect consideration of those registrations, 
goes beyond a reasonable probability. If we should place upon the 
register under the Act of 1920 a trade-mark in the name of a foreign 
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registrant, and the next day proceed to place that same mark upon the 
1905 register, and so give prima facie title to that mark to another party, 
it would seem that we would stultify ourselves. Such a result is so far 
against public policy that I am constrained to hold that the examiner 
of trade-marks was right in rejecting the present mark. 

“Applicant points out that the present application was filed before 
mark No. 162,181 was placed upon the 1920 register, and if so he has 
priority in date. Although this is so, apparently, the only way to try 
out the question of priority in date with respect to the 1920 Act is by 
cancellation proceedings under Section 2. Unless and until registration 
No. 162,181 is canceled from the register, the present application to 
register must be refused.” ’* 


Non-Conflicting Marks 


Kinnan, F. A. C.: Held that applicant is entitled to register 
as a trade-mark for rusks a mark consisting of a picture of a 
boy and girl in Dutch costume, standing by a country road and 
eating a rusk, in association with the words “Old Dutch Rusk,” 
notwithstanding the prior use and registration by opposer of a 
trade-mark consisting of the representation of a Holland or Dutch 
windmill, and the registration under the ten-year clause under the 
Act of 1905 of the word “Holland.” 

The ground of the decision is that the marks are not so similar 


as to be likely to cause confusion in the mind of the public and 
deceive purchasers. 


In his decision the First Assistant Commissioner said: 


“There is no similarity between opposer’s mark representing the 
Dutch windmill and the applicant’s country scene representing the children 
beside the road. It is not thought, further, there is any similarity between 
the Dutch windmill mark and the words ‘Old Dutch’ employed by the 
applicant. If there is such similarity as would cause confusion in trade 
within the meaning of Section 5 of the 1905 Act, it must be between 
the opposer’s mark ‘Holland, and the applicant’s mark, including ‘Old 
Dutch Rusk’ when used in combination with the picture of the country 
scene. * * * 

“Viewing applicant’s combined mark as a whole, it is not believed 
there would be confusion in trade if it appeared upon packages of 
rusk in the same market with the opposer’s mark ‘Holland, or the mark 
consisting of the representation of the windmill.” 


With respect to the argument based on certain exhibits of the 
opposer, showing the use of the words ““Famous Dutch Food” and 


* Ex parte, Gene-Vall Cigar Co., Inc. 151 M. D. 59, Nov. 4, 1925. 
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“Dainty Dutch Delicacy” in its advertisements, the First Assistant 
Commissioner said: 

“Opposer has not shown any exclusive right to these words, and 
this Office is concerned only with confusion of trade-marks and not unfair 
competition outside of trade-mark use. It is not thought this Office should 


concern itself, therefore, with the fact that opposer advertises its goods 
in connection with the word ‘Dutch.’”? 


Prior Use of Similar Feature 


Kinnan, F. A. C.: Held that Rice-Stix Dry Goods Co. is 
not entitled to register as a trade-mark for men’s and boys’ shirts 
the words “Big Indian,” accompanied by the representation of an 
Indian head, dressed after the fashion of an Indian chief, in view 
of the registration by Joseph Horowitz & Sons, Inc., of a mark 
consisting of the words “Big Chief,” accompanied by a similar 
picture, as a trade-mark for work shirts, and the use, from a 
date prior to that established by the applicant, of a similar mark 
in which the word “Chief” instead of “Big Chief’ was used. 

The First Assistant Commissioner held that the testimony on 
behalf of Horowitz showed that he was actually using the “Chief” 
mark from 1911 to 1917 and that the use of this mark was not 
abandoned between the latter date and 1919, when the use of the 
registered mark was commenced. The applicant did not claim to 
have used its mark before January, 1915. 

With respect to the testimony of the registrant, the First 
Assistant Commissioner said: 

“The testimony of Horowitz and the three witnesses fairly establishes 
that the mark was used at least as late as 1917 by registrant and that 
it was not abandoned but was merely modified in 1919 when the 
registered mark was adopted and used. At least two of registrant’s 
witnesses are quite positive as to the use of the mark of registrant’s 
Exhibit A between 1911 and 1917 or 1918. Their testimony was not 
affected by cross-examination and must stand as establishing the facts 
they assert to be true and to be within their knowledge. It must be held 
established the registrant was using the mark of its Exhibit A prior to 


1915 and continued to use it, at least until 1917 or 1918, and did not 
abandon it until the change to the registered mark was made.” * 


*The Holland Rusk Co., Inc. v. Henry Diederich, 151 M. D. 62, 
Nov. 4, 1925. 

* Rice-Stix Dry Goods Co. v. Horowitz & Sons, Inc., 151 M. D. 64, 
Nov. ll. 1925. 
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Refusal to Reopen 


Fennine, A. C.: Refusal to reopen opposition, involving the 
trade-marks “Fashionbilt” and “Fashionknit,’ where the only rea- 
son urged for the reopening was that the Office had, subsequently 
to a decision relied upon by the examiner in denying a motion to 
dismiss, rendered another decision, the holding of which is said to 
be in conflict with that of the former decision. 

With respect to the allegation that the latter decision in effect 
reversed the holding in the prior decision and therefore demon- 
strated an error of law, apparent upon the face of the record, the 
Assistant Commissioner said: 


“In John Simmons Company v. Grier Brothers Company, 258 U. S. 
82, the Supreme Court has sufficiently disposed of this by saying: 

“«* * * A change in the authoritative rule of law, resulting from a 
decision by this court announced subsequent to the former decree, neither 
demonstrates an “error of law apparent” upon the face of that decree 
nor constitutes new matter in pais justifying a review.’ 

“Clearly this alleged change in decision on the part of the Office 
would not justify opening the present case.” 


With respect to the similarity of the marks, the Assistant 
Commissioner said: 


“It is clear from a consideration of the various cases decided involving 
it that applicant’s mark ‘Fashionbilt’ is too near to opposer’s mark 
‘Fashionknit’ to stand side by side with it in trade without causing im- 
proper confusion, (citing decisions). * * * The decisions with respect to 
these marks are based on facts more nearly analogous to the facts here 
present that in the cases of Kassman & Kessner, Inc., 146 Ms. D. 431 
and 433 [15 T. M. Rep. 237], in which oppositions were not sustained 
against ‘Fashion Park’ and ‘Fashion Club.’” * 


‘Franklin Knitting Mills, Inc. v. Henry Sonneborn & Co., Inc., 151 
M. D. 57, Nov. 3, 1925. 
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